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Period for Reply 
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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a)M This action is FINAL. 2b)D This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-36 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-25 and 27-36 is/are rejected. 

7) S Claim(s) 26 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^3 The drawing(s) filed on 28 July 2006 is/are: a)(3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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Applicant's amendments and comments, received July 28, 2006, have been fully 
considered by the examiner. In particular, applicant's corrected Figure 16A is 
acceptable and is deemed to overcome the drawing objection. The following is a 
complete response to the July 28, 2006 communication. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

Claims 1-4, 14-17, 21-23, 27-32, 35 and 36 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Eggers et al (5,891 ,095). 

Eggers et al disclose an electrosurgical assembly comprising an output assembly 
(26) connectable with a generator (Figure 16), an active electrosurgical element (12) 
including one or more active electrodes connected with the output assembly, and a 
return path element (17) mechanically connected to the active element to define a 
bipolar configuration. The active element (12) and return element (17) are at different 
locations on the device and interact with different portions of tissue in use. A first 
dielectric component (18) interfaces with the patient and surrounds the return element 
along a substantial portion of its length. The return path element also includes a return 
assembly (one of the leads connected to plug 26 in Figure 16) for connecting the return 
element to the generator. The Eggers et al active electrode may be a single electrode 
or a plurality of electrodes, and the electrode(s) may include a variety of shapes 
(Figures 12-15). The examiner maintains that the dielectric coating is inherently 
capable of withstanding the voltages recited in the claims, particularly since Eggers et al 
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disclose the use of voltages within that range and the dielectric is provided to protect 
tissue. 

With regard to claims 14-17, Eggers et al fail to disclose the specific impedance 
of the return path element. However, in as much as the return path element is an 
electrically conductive tubular member made of a conductive metal (col. 11, lines 17- 
20), it is deemed to inherently possess a very low impedance within the range set forth 
in these claims. 

Claim Rejections - 35 USC § 103 

Claims 5-13 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eggers et al ('095) in view of the teaching of Long et al (6,106,519). 

Eggers et al disclose the use of a dielectric to coat the tubular member that 
serves as the return electrode, but fails to disclose a specific material that has a 
dielectric product as set forth in these claims. It is noted that Eggers et al disclose the 
use of various dielectric materials for making the device, including polyimides and 
ceramics. 

Long et al disclose another bipolar electrosurgical apparatus and specifically 
teach of the use of Barium Titanate as a dielectric material (col. 5, lines 4-6). In as 
much as Barium Titanate is the identical material used in the instant application, it is 
deemed to have identical properties for dielectric constant. Further, the thickness of the 
insulating layer disclosed by Long et al and/or Eggers et al is deemed to inherently yield 
a dielectric product as set forth in the claims. 
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To have used any well known dielectric coating to provide an insulating layer on 
the Eggers et al device would have been an obvious design consideration for one of 
ordinary skill in the art, particularly in view of the teaching of Long et al. 

Claims 18-20 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eggers et al ('095) in view of the teaching of Stern (6,413,255). 

While Eggers et al disclose a dielectric material (i.e. insulator) surrounding a 
majority of the return path element, the distal-most portion is left uncovered and energy 
is not return to the generator "through" the dielectric as set forth in claims 18-20. 

Stern discloses another bipolar electrosurgical apparatus that includes active and 
return electrodes disposed at the distal end of the device. In particular, Stern teaches of 
providing both the active and return electrodes with a dielectric coating to as to provide 
a more uniform distribution of energy across the electrode surfaces. 

To have provided the Eggers et al device with a dielectric coating on the entire 
surface of the return electrode to provide a more uniform distribution of the return 
electrode would have been an obvious modification for one of ordinary skill in the art in 
view of the teaching of Stern. 

Claims 24 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eggers et al ('095) in view of the teaching of Goble et al (6,228,081 ). 

Eggers et al fail to specifically disclose the use of a capacitor or a shunt circuit in 
the return path of the electrosurgical device. 
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Goble teaches of the known use of isolation capacitors (68) and shunt circuits 
provided in return paths to better control the delivery of RF energy to an electrode 
assembly. 

To have provided the Eggers et al device with a capacitor and/or shunt circuit in 
the return path to better control the delivery of energy to/from the generator would have 
been an obvious consideration for one of ordinary skill in the art in view of the teaching 
of Goble. 

Allowable Subject Matter 

Claim 26 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed July 28, 2006 have been fully considered but they are 
not persuasive. 

With regard to the 35 USC 102 rejection, the applicant contends that the Eggers 
et al dielectric is not "a dielectric material as recited in the claims". In particular, 
applicant points out that the Eggers et al dielectric does not allow energy to pass 
through it for return to the generator. However, the claims do not define any such 
dielectric in the claims. Rather, claim 1 merely calls for "a return path element" that 
comprises "a first dielectric component which interfaces with said patient". Clearly, 
Eggers et al provide a return path element (17) and a dielectric component (18) which 
interfaces with the patient by preventing tissue from contacting the inner return tube. 
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There is nothing in the claim that defines what is meant by the phrase "which interfaces 
with said patient", and the examiner maintains that a protective coating made of a 
dielectric material that electrically isolates tissue is "interfacing" with the patient. 

Regarding the combination of the teaching of Long with the Eggers device, 
applicant contends there is no motivation to combine the teaching of Long with Eggers 
since Eggers teaches away from the use of ceramic dielectrics. The examiner 
disagrees with this logic. That Eggers may prefer the use of TEFLON or other polymer 
sheaths is certainly not a discreditation of other known dielectric materials, and the 
examiner maintains that one of ordinary skill in the art would certainly recognize the 
advantages associated with using different types of dielectrics, such as ceramics, in the 
Eggers et al device. It is very well documented in the electrosurgical arts that polymer 
and ceramic insulations may be interchangeably used as dielectrics on RF devices. 
Long teaches of the use of barium titanate as a dielectric for its durability, and one of 
ordinary skill in the art would certainly recognize that such a quality may be 
advantageously employed on the Eggers device if desired. In fact, Eggers does 
disclose the equal substitution of polymer, glass, ceramic and other dielectrics in the 
device (see col. 1 1 , lines 10-15) 

Again, applicant contends that there is not motivation to combine the teaching of 
Stern with the Eggers device and that Stern specifically teaches away from the device 
disclosed in Eggers. Applicant points out that Stern discloses one advantage of the 
dielectric coating is the minimization of the need to use a conductive fluid", and Eggers 
specifically discloses the use of fluid. It is the examiner's position that the Stern 
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reference remains a viable teaching of providing a dielectric coating on the Eggers 
device. In particular, such a coating would serve as a safety measure in the instance 
where there is a potential problem with the flow of fluid in the Eggers device. Stern 
does not state that there are any disadvantages of using the dielectric coating in a 
device that provides fluid, only that it presents the advantage of minimizing the need for 
the presence of a conductive fluid. 

Applicant addresses the Goble reference only to the extent that Goble does not 
cure the alleged deficiency of the Eggers reference with respect to the limitations of 
claim 1. As asserted previously, the examiner maintains the Eggers reference does 
teach all the limitations of claim 1 , and the combination with the Goble teaching to reject 
claims 24 and 33 is deemed tenable. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-2724000. 
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September 5, 2006 




